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DETAILED ACTION 



This action is in response to the amendment filed 16 October 2001 in which 
claims 70-78 were cancelled and new claims 79-89 were presented. 
Claims 79-89 are pending. 



1 . All of the outstanding rejections of claims 72-78 have been withdrawn in view of 
Applicant's amendment canceling them. 

2. New rejections, necessitated by Applicant's amendment filed 16 October 2001 , 
are presented below. 



3. The following is a quotation of the first paragraph of 35 U.S.C. §112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it t in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 79, 81 and 83-89 are rejected under 35 U.S.C. §112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. 

This rejection is based on the Revised Interim Guidelines for the Examination of 
Patent Applications Under the 35 U.S.C. 112, first paragraph 'Written Description" 



Response to Amendment 



New Grounds of Rejection 



Claim Rejections - 35 USC §112 



Application/Control Number: 09/710,760 Page 3 

Art Unit: 1636 

Requirement published in the Federal Register (Volume 64, Number 244, Pages 71427- 
71440). Claim 79 is drawn to an isolated trichodiene synthase comprising the amino 
acid sequence of SEQ ID No. 2, or a fragment thereof that has trichodiene synthase 
activity. This is a genus claim in terms of any fragment of SEQ ID No. 2 having 
trichodiene synthase acitivity. Claim 87 is drawn to an isolated trichodiene synthase 
which is a fragment of an amino acid sequence having at least 97% identity to SEQ ID 
No. 2 and trichodiene synthase activity. This is a genus claim in terms of any fragment 
having 97% identity to SEQ ID No. 2 and trichodiene synthase activity. The 
specification mentions only the full length trichodiene synthase from Fusarium 
venenatum. This disclosure is not deemed to be descriptive of the complete structure of 
a representative number of species encompassed by the claims as one of skill in the art 
cannot envision all the fragments having trichodiene synthase activity based on the 
teachings in the specification. The specification does not teach regions or domains of 
the protein are essential for trichodiene synthase activity. There is no disclosure of 
what amino acids are in the active site, the binding pocket or the hydrophobic core of 
the protein. There is no structure/function relationship taught for SEQ ID No. 2. 
Therefore, the specification does not describe the claimed fragments in such full, clear, 
concise and exact terms so as to indicate that Applicant has possession of these 
fragments at the time of filing the present application. Thus, the written description 
requirement has not been satisfied. 

5. Claims 87-89 are rejected under 35 U.S.C. §112, first paragraph, because the 
specification, while being enabling for a fragment of an amino acid sequence having at 
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Figure 2. 

Conclusion 



■ taH Claims 80-86, 88 and 89 are free of prior 
base claim and any intervening claims. 
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